Application Nq 10/675,458 

Reply to Office Action of January 17, 2008 

AMENDMENTS TO THE DRAWINGS 

Twelve (12) replacement sheets of amended drawing figures (FIGS. 1-11) are 
attached following page 28 of this paper. 

The Applicant points out that incorrect FIGS. 1-2 were inadvertently filed with the 
present application on September 30, 2003. However, the correct drawing figures 1-2 
were filed with the corresponding provisional application, United States Provisional 
Application Serial No. 60/453,787, filed March 11, 2003. The attached replacement 
sheets of FIGS. 1-2 correspond to FIGS. 1-2, which were submitted with the above- 
identified provisional application. 

The Applicant has amended the remaining FIGS. 3-11 to correct minor 
informalities, including the objections stated by the Examiner in pages 3-4 of the Office 
Action. 

The Applicant submits that no new matter has been introduced by the twelve 
replacement sheets of FIGS. 1-11. 
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REMARKS / ARGUMENTS 

The present application includes pending claims 1-38, all of which have been 
rejected. By this Amendment, claims 1-22 and 26-38 have been amended, as set forth 
above, to further clarify the language used in these claims and to further prosecution of 
the present application. The Applicant respectfully submits that the claims define 
patentable subject matter. 

Claims 11-20 stand rejected under 35 U.S.C. § 101 because the claimed 
invention is directed to non-statutory subject matter. Claims 1-38 stand rejected under 
35 U.S.C. § 102(a) as being anticipated by U.S. Patent Application Publication No. 
2002/0104099, issued to Novak (hereinafter, Novak). The Applicant respectfully 
traverses these rejections at least based on the following remarks. 



Information Disclosure Statement 

The Examiner states the following in page 2 of the Office Action: 

The listing of references in the specification is not a proper information 
disclosure statement. 37 CFR 1.98(b) requires a list of all patents, 
publications, or other information submitted for consideration by the 
Office, and MPEP § 609.04(a) states, "the list may not be incorporated 
into the specification but must be submitted in a separate paper." 
Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. Incorporated references 
(Attorney Docket No. 14185US02 & No. 14274US02) are disclosed in 
paragraph [02]. 
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The Applicant points out that it is believed that none of the references cited in the 
cross-reference section (or any other section that incorporates an application by 
reference) of the present application qualify as prior art to the present application. In 
instances where a cross-reference section was used (or any other section which 
incorporates an application by reference), the Applicant points out that the Examiner 
was simply being notified of applications that may be considered related to the present 
application (e.g., including at least one common inventor and/or a common disclosure 
with the present application). Therefore, it is believed that none of the references cited 
in the cross-reference section (or in any other section that incorporates by reference) 
should be cited in an IDS. 

II. Specification 

The disclosure was objected to because of informalities. The Applicants has 
amended the specification as set forth above to overcome these objections. 

The specification was also objected to as failing to provide proper antecedent 

basis for the claimed subject matter. The Office Action states: 

Correction of the following is required: The specification does not 
distinctly define the characteristics of each of the claimed processors of 
Claim 31: "a headend processor and a media guide pre-processor" 
(paragraphs [93]). Without further disclosure as to the distinctness of 
each claimed processor in Claim 31, each claimed processor will be 
treated as indistinguishable and therefore the broadest reasonable 
interpretation of a processor will be used in the interpretation of Claim 
31. 
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See Office Action at page 3. The Applicant respectfully disagrees and points out 
that the two types of processors stated in claim 31 are discussed in, for example, 
paragraphs 14, 42, 52, 53, and 93 of the specification. In addition, the Applicant 
submits that it is known in the art what the terms "headend processor" and "media guide 
pre-processor" mean. Therefore, the Applicant submits that there is no need for further 
clarification of these terms as the specification is sufficiently informative as to the term 
meaning. 

The Applicant respectfully requests that the objections to the Specification be 
withdrawn. 

III. Drawings 

The drawings were objected to because they fail to show components of Fig. 1 
and 2 as described at the paragraphs [35]-[49] of the specification. The drawings were 
also objected to because they fail to show media channel 41 1 in Fig. 4 as described at 
paragraph [70] of the specification. The drawings were also objected to because 
reference character "C" in Fig. 5 is labeled incorrectly. 

Twelve (12) replacement sheets of amended drawing figures (FIGS. 1-11) are 
attached herewith. The Applicant points out that incorrect FIGS. 1-2 were inadvertently 
filed with the present application on September 30, 2003. However, the correct drawing 
figures 1-2 were filed with the corresponding provisional application, United States 
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Provisional Application Serial No. 60/453,787, filed March 11, 2003. The attached 
replacement sheets of FIGS. 1-2 correspond to FIGS. 1-2, which were submitted with 
the above-identified provisional application. In addition, the Applicant has amended the 
remaining FIGS. 3-11 to correct minor informalities, including the objections stated by 
the Examiner in pages 3-4 of the Office Action. 

The Applicant submits that no new matter has been introduced by the twelve 
replacement sheets of FIGS. 1-11. 

IV. Rejection under 35 U.S.C. § 101 

Claims 11-20 stand rejected under 35 U.S.C. § 101 because the claimed 

invention is directed to non-statutory subject matter. The Office Action further states: 

Claim 11 states "A machine-readable storage having stored thereon, a 
computer program having at least one code section for processing 
media...", whereby the stated "computer program" is defined in the 
specification (paragraph 0103) as the following: "Computer program in 
the present context means any expression...", which can be construed as 
being a waveform, among other non-statutory subject matter. Therefore, 
Claims 1 1-20 are rejected since they do not fall into the categories If [sic] 
"process", "machine", "manufacture", and "composition of matter". 

See the Office Action at pages 4-5. The Applicant points out that the above-referenced 
definition of "computer program" appears in If 96 of the specification and not U 0103, as 
stated by the Examiner. Furthermore, the full citation from ^ 96 is as follows: 



Page 22 of 28 



Application Nq 10/675,458 

Reply to Office Action of January 17, 2008 



[96] The present invention may also be embedded in a computer 
program product, which comprises all the features enabling the 
implementation of the methods described herein, and which when loaded 
in a computer system is able to carry out these methods. Computer 
program in the present context means any expression , in any 
language, code or notation, of a set of instructions intended to cause a 
system having an information processing capability to perform a particular 
function either directly or after either or both of the following: a) 
conversion to another language, code or notation; b) reproduction in a 
different material form. 



See If 96 of the present application, p. 27. As clearly seen from the above citation, 
"computer program" is interpreted as " any expression ... of a set of instructions " 
The Applicant points out that the Examiner, in page 5 of the Office Action, has not used 
the full citation from 96, and consequently, has taken the definition of "computer 
program" out of context. The Applicant has not stated that a "computer program" is 
simply "an expression", as stated by the Examiner. Instead, the Applicant has defined 
"computer program" in terms of a set of instructions. Therefore, the Applicant submits 
that the definition of "computer program", as stated in If 96 of the present application, 
cannot be construed as being a waveform. The Applicant submits that claims 1 1-20 are 
statutory and the rejection under 35 U.S.C. § 101 should be withdrawn. 
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REJECTION UNDER 35 U.S.C. § 102 

V. Novak Does Not Anticipate Claims 1-38 

The Applicant now turns to the rejection of claims 1-38 under 35 U.S.C. 102(e) 
as being anticipated by Novak. With regard to the anticipation rejections under 102(e), 
MPEP 2131 states that "[a] claim is anticipated only if each and every element as set 
forth in the claim is found, either expressly or inherently described, in a single prior art 
reference." See Manual of Patent Examining Procedure (MPEP) at 2131 (internal 
citation omitted). Furthermore, "[t]he identical invention must be shown in as complete 
detail as is contained in the ... claim." See id. (internal citation omitted). 

A. Rejection of Independent Claims 1, 11, 21, and 32 under 35 U.S.C. § 
102(a) 

With regard to the rejection of independent claim 1 under 102(a), the Applicant 
submits that Novak does not disclose or suggest at least the limitation of "determining 
when one or both of personal media and/or broadcast media is scheduled in at least 
one constructed display for presentation at a first geographic location, wherein 
said scheduling is performed at said first geographic location," as recited by the 
Applicant in independent claim 1 (emphasis added). The Office Action states the 
following: 

With respect to Claim 1, the claimed "determining when at least one of 
personal media and broadcast media is scheduled in at least one 
constructed display" is met by Novak that teaches the determination of 
scheduled broadcast media by using an electronic program guide, EPG 
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153, which is constructed/produced by a local studio, 106, or a cable 
service provider, 108 (Fig.1; paragraph [0038]). The claimed "acquiring 
information related to said at least one of personal media and broadcast 
media from at least one media provider" is met by Novak that teaches 
the acquisition of personal media information from an upload source 
(122,222) pertaining to the scheduling or sequencing of personal 
media(Figs.1,2, 6, & 7;paragraphs [0010], [0039], [0056], [0062], & 
[0063]). The claimed "updating said at least one constructed display 
based on said acquired information" is met by Novak that teaches the 
updating of an EPG (153) upon acquiring information relevant to the 
scheduling of the personal media content uploaded by an upload source 
(122,222) to a local studio (106) or a cable service provider (108) 
(Figs.1&2; paragraphs [0010], [0041], & [0079]). 



See Office Action at pages 5-6. The Examiner has equated Applicant's 
"constructed display" to Novak's electronic program guide 153. Referring to FIG. 1 of 
Novak, the electronic program guide (EPG) 153 is produced/generated by the local 
studio 106, the cable service provider 108, or another party. The EPG is then stored at 
the set-top-box (STB) 152 at the cable subscriber's location. See Novak at U 0037. If 
we assume that the "first geographic location" is where the EPG is scheduled/generated 
(i.e., the local studio 106 or the cable service provider 108), the Examiner's argument is 
deficient since Novak's EPG is for presentation at the cable subscriber's location and 
not at the location where the EPG was scheduled/generated. Furthermore, the "first 
geographic location" cannot be the cable subscriber's location since, as explained in 
Novak's U 0037, the EPG is generated outside of the subscriber's location and then it is 
provided to the sunscriber and stored at the STB 152. In other words, Novak does not 
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disclose that the EPG is scheduled at a given location for presentation at the 
same location. 

Therefore, the Applicant maintains that Novak does not disclose or suggest at 
least the limitation of "determining when one or both of personal media and/or broadcast 
media is scheduled in at least one constructed display for presentation at a first 
geographic location, wherein said scheduling is performed at said first geographic 
location," as recited by the Applicant in independent claim 1 . 

Accordingly, independent claim 1 is not anticipated by Novak and is allowable. 
Independent claims 11,21, and 32 are similar in many respects to the method disclosed 
in independent claim 1. Therefore, the Applicant submits that independent claims 11, 
21, and 32 are also allowable over the references cited in the Office Action at least for 
the reasons stated above with regard to claim 1 . 

B. Rejection of Dependent Claims 2-10, 12-20, 22-31, and 33-38 

Based on at least the foregoing, the Applicant believes the rejection of 
independent claims 1, 11, 21, and 32 under 35 U.S.C. § 102(e) as being anticipated by 
Novak has been overcome and requests that the rejection be withdrawn. Additionally, 
claims 2-10, 12-20, 22-31, and 33-38 depend from independent claims 1, 11, 21, and 
32, respectively, and are, consequently, also respectfully submitted to be allowable. 
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The Applicant also reserves the right to argue additional reasons beyond those 
set forth above to support the allowability of claims 2-1 0, 1 2-20, 22-31 , and 33-38. 
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CONCLUSION 

Based on at least the foregoing, the Applicant believes that all claims 1-38 are in 
condition for allowance. If the Examiner disagrees, the Applicant respectfully requests a 
telephone interview, and requests that the Examiner telephone the undersigned 
Attorney at (312)775-8176. 

The Commissioner is hereby authorized to charge any additional fees or credit 
any overpayment to the deposit account of McAndrews, Held & Malloy, Ltd., Account No. 
13-0017. 

A Notice of Allowability is courteously solicited. 

Respectfully submitted, 



Date: 17-APR-2008 /Qqnvan I. Beremski/ 

Ognyan Beremski, Esq. 
Registration No. 51,458 
Attorney for Applicant 



McAndrews, Held & Malloy, Ltd. 
500 West Madison Street, 34th Floor 
Chicago, Illinois 60661 
(312)775-8000 

/OIB 
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